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prosecution (§ 1.949) or a right of appeal 
notice (§ 1.953). 

[65 FR 76773, Dec. 7, 2000]

§ 1.113 Final rejection or action. 
(a) On the second or any subsequent 

examination or consideration by the 
examiner the rejection or other action 
may be made final, whereupon appli-
cant’s, or for ex parte reexaminations 
filed under § 1.510, patent owner’s reply 
is limited to appeal in the case of rejec-
tion of any claim (§ 1.191), or to amend-
ment as specified in § 1.114 or § 1.116. Pe-
tition may be taken to the Director in 
the case of objections or requirements 
not involved in the rejection of any 
claim (§ 1.181). Reply to a final rejec-
tion or action must comply with § 1.114 
or paragraph (c) of this section. For 
final actions in an inter partes reexam-
ination filed under § 1.913, see § 1.953. 

(b) In making such final rejection, 
the examiner shall repeat or state all 
grounds of rejection then considered 
applicable to the claims in the applica-
tion, clearly stating the reasons in sup-
port thereof. 

(c) Reply to a final rejection or ac-
tion must include cancellation of, or 
appeal from the rejection of, each re-
jected claim. If any claim stands al-
lowed, the reply to a final rejection or 
action must comply with any require-
ments or objections as to form. 

[65 FR 14872, Mar. 20, 2000, as amended at 65 
FR 76773, Dec. 7, 2000]

§ 1.114 Request for continued examina-
tion. 

(a) If prosecution in an application is 
closed, an applicant may request con-
tinued examination of the application 
by filing a submission and the fee set 
forth in § 1.17(e) prior to the earliest of: 

(1) Payment of the issue fee, unless a 
petition under § 1.313 is granted; 

(2) Abandonment of the application; 
or 

(3) The filing of a notice of appeal to 
the U.S. Court of Appeals for the Fed-
eral Circuit under 35 U.S.C. 141, or the 
commencement of a civil action under 
35 U.S.C. 145 or 146, unless the appeal or 
civil action is terminated. 

(b) Prosecution in an application is 
closed as used in this section means 
that the application is under appeal, or 

that the last Office action is a final ac-
tion (§ 1.113), a notice of allowance 
(§ 1.311), or an action that otherwise 
closes prosecution in the application. 

(c) A submission as used in this sec-
tion includes, but is not limited to, an 
information disclosure statement, an 
amendment to the written description, 
claims, or drawings, new arguments, or 
new evidence in support of patent-
ability. If reply to an Office action 
under 35 U.S.C. 132 is outstanding, the 
submission must meet the reply re-
quirements of § 1.111. 

(d) If an applicant timely files a sub-
mission and fee set forth in § 1.17(e), the 
Office will withdraw the finality of any 
Office action and the submission will 
be entered and considered. If an appli-
cant files a request for continued ex-
amination under this section after ap-
peal, but prior to a decision on the ap-
peal, it will be treated as a request to 
withdraw the appeal and to reopen 
prosecution of the application before 
the examiner. An appeal brief under 
§ 1.192 or a reply brief under § 1.193(b), 
or related papers, will not be consid-
ered a submission under this section. 

(e) The provisions of this section do 
not apply to: 

(1) A provisional application; 
(2) An application for a utility or 

plant patent filed under 35 U.S.C. 111(a) 
before June 8, 1995; 

(3) An international application filed 
under 35 U.S.C. 363 before June 8, 1995; 

(4) An application for a design pat-
ent; or 

(5) A patent under reexamination. 

[65 FR 50104, Aug. 16, 2000]

AMENDMENTS

AUTHORITY: Secs. 1.115 to 1.127 also issued 
under 35 U.S.C. 132.

§ 1.115 Preliminary amendments. 
(a) A preliminary amendment is an 

amendment that is received in the Of-
fice (§ 1.6) on or before the mail date of 
the first Office action under § 1.104. 

(b)(1) A preliminary amendment will 
be entered unless disapproved by the 
Director. A preliminary amendment 
may be disapproved if the preliminary 
amendment unduly interferes with the 
preparation of a first Office action in 
an application. Factors that will be 
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